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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-17 and 19-43 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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Application Papers 
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DETAILED ACTION 

Response to Amendment 

1. Claims 14-15, 19, 20, and 25 have been amended. Claims 1-14 have been 
withdrawn. Claim 18 has been cancelled. Claims 30-43 have been added. Claims 1- 
17 and 19-43 are pending. 

2. The objection to the Drawings is WITHDRAWN in view of the 13 Replacement 
Sheet (Figures 1-9), filed on 20 August 2007. 

Response to Arguments 

3. Applicant's arguments, see Remarks, p. 1 , filed 20 August 2007, with respect to 
the prior Office Action stating that "a complete reply to [that] Office Action must include 
cancellation of non-elected claims or an appropriate action, citing 37 C.F.R. § 1 .144 and 
M.P.E.P. § 821 .01", have been fully considered and are persuasive. Therefore, the 
request that the non-elected claims be canceled or an appropriate action be taken is 
withdrawn. 

4. Applicant's arguments, see Remarks, pp. 1-4, filed 20 August 2007, with respect 
to the rejection(s) of claim(s) 14-29 under 35 U.S.C. 102(e) as being anticipated by 
Kenan et al, US 6,788,966, have been fully considered and are persuasive. The 35 
U.S.C. 102(e) rejection of claims 14-29 has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made below in regards to Davies, US 
6,922,586 B2 ("Davies"), in view of Sieburg, US 7,103,398 B2 ("Sieburg"). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

5. Claims 14-17 and 19-43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Davies in view of Sieburg. 

Claims 14-17 and 19-29 : As to claims 14-16, 19-21 , and 27-29, Davies teaches a 
method for diagnosing a diseased condition of the skin (see Abstract and figs. 1-4), the 
method comprising the steps of: 

(i) placing an electrical conducting probe ("prove device") 105/400 against a skin 
surface of the subject (see fig. 4A), wherein the probe 105/400 comprises a plurality of 
electrodes (see fig. 3), wherein a first electrode ("current passing electrodes") 5 and a 
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second electrode (first ring of "voltage sensing electrodes") 8 of the plurality of 
electrodes are spaced a first distance from each other and wherein the first electrode 5 
and a third electrode (second, inner ring of "voltage sensing electrodes") 8 of said 
plurality of electrodes are spaced a second distance from each other; 

(ii) passing an electrical current through the electrodes to obtain a value of skin 
impedance, wherein said electrical current is separately passed between the first 
electrode 5 and the second electrode (first ring of "voltage sensing electrodes") 8 and 
between the first electrode 5 and the third electrode (second, inner ring of "voltage 
sensing electrodes") 88 to obtain at least a first value of impedance and at least a 
second value of impedance (see fig. 3 and col. 11, II. 36-44, and col. 11,1. 64, to col. 12, 
I. 12); and 

(iii) using reference data to determine whether the impedance value indicates the 
diseased condition, such as skin cancer (see col. 8, II. 60-65, col. 9, II. 48-65, col. 9, 1. 
66, to col. 10, 1. 19, and col. 11, II. 1-4). 

Davies does not teach "each electrode furnished with a number of spikes, the 
spikes being laterally spaced apart from each other and being of sufficient length to 
penetrate the stratum corneum" in claim 1 , along with the subject matter of claims 
claims 17 and 22-26, which directed to the amount and dimensions of the spikes. 
However, Sieburg teaches a method for "electrical signal sensor and/or signal 
application" (see Abstract and figs. 1-8), comprising: electrodes 16 furnished with a 
number of spikes 34 having a variety of dimensions (see para. [0059], [0061], and 
[0063]). Therefore, it would have been obvious for one of ordinary skill in the art at the 
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time the invention was made to modify Davies's electrode structure with Sieburg 

because Sieburg discloses the following passage directed to the advantage of including 

need-like electrode configurations to the type of electrical sensing/application to human 

or animal tissue (see para. [0026]): 

Arrays of needles or needle-like configurations are of primary interest for 
the medical diagnosis and therapy of the skin or other organs and tissues 
of humans and animals. Such an array of electrodes, however, might also 
be useful for other configurations whenever it is possible to establish 
electrical contact with the component to be investigated and when the 
determination of an impedance or electrical image provides meaningful 
information. This typically applies to components which do not have a hard 
outer surface because in this case only individual electrodes would 
establish an electrical contact. Therefore, components of interest are 
typically softer on their surface like elastomeric and similar components. 

In fact, a particular area of interest in medical diagnosis disclosed by Seiburg is te 

diagnosis of cancer (see Seiburg, para. [0005]). Furthermore, Davies discloses that 

"[t]he system 100 interfaces with a probe device 105 including multiple electrodes, 

wherein the actual implementation of the probe device 105 depends on the organ and 

condition under test" (see Davies, col. 10, II. 60-66), and thus, suggests that other 

multiple electrode configurations can be used depending on the tissue under testing, 

such as the invention disclosed by Sieburg. 

Claims 30-43 : Because Applicant stated that the added new apparatus claims 30- 
43 correspond to method claims 14-17, 19-27, and 29, respectively, and are not 
independent and distinct inventions, the claims 30-43 are rejected for the same reasons 
as stated above for claims 14-17, 19-27, and 29. 
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Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Navin Natnithithadha whose telephone number is (571) 

272- 4732. The examiner can normally be reached on Monday-Friday, 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor, II, can be reached on (571) 272-4730. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Navin Natnithithadha/ 
Primary Examiner, Art Unit 3735 
11/13/2007 



